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DETAILED ACTION 

1 . This action is responsive to communications: RCE filed 3/16/07 after the 
affirmation decision of the Board of Patent Appeals and Interferences dated 9/29/06 to 
the application filed on 5/1 1/99. 

2. Claims 1-22 are pending in the case. Claims 1, 15, 17 are independent claims. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 13 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 13, it does not make sense that the abbreviation can be inserted at any 
position in the existing text in the limitation "inserting the abbreviation into the pre- 
existing text at a position selected by the user at any position in the existing text." The 
insertion of abbreviation can be carried out only at the position of a word having a 
corresponding abbreviation. At other positions of other words that do not have 
corresponding abbreviations, such insertion appears improper. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-22 remain rejected under 35 U.S.C. 103(a) as being unpatentable over 

Ichbiah (US Pat No. 5,623,406, 4/22/97, filed 3/6/95) in view of Goldwasser (US Pat No. 

5,096,423, 3/17/92, filed 12/29/87). 

Regarding independent claim 1 and its dependent 9-10, Ichbiah discloses: 

- storing in the memory a second data structure encoding a plurality of 
abbreviations and corresponding words (col 4, lines 53-67: a glossary of 
abbreviations and the corresponding words and phrases is stored in the system; 
col 5, line 25 to col 6, line 18; abstract: "retrieving words and phrases from 
abbreviations" inherently shows there is a list of abbreviations and corresponding 
words and phrases for retrieving) 

- displaying a list of suggested words and phrase corresponding to the selected 
abbreviation, and receiving input from the user to choose the desired word and 
phrase for the abbreviation (col 4, lines 53-67: the fact that multiple matching 
words and phrases for a proposed abbreviation are displayed by the system in 
the form of option in advisory table upon the entry of characters into the system 
shows displaying a list of suggested words and phrases for an abbreviation for 
selecting; col 12, lines 42-67: more than one choice of matching words are 
displayed to users for selecting) 

- actively selecting an abbreviation in the text to be converted to a word and 
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converting the abbreviation to a word or phrase (col 6, lines 10-60 and col 5, 
lines 16-18, line 25 to col 6, line 38: the entered data in the form of abbreviation 
is selected to be converted to corresponding phrase using the data in the 
glossary; in other words, selecting an abbreviation in the text to be converted to a 
word and converting the abbreviation to a word using the second data structure 
is performed; it is also noted that typing a word for selecting that word in the text 
to be converted is actively selecting since it is an user's action of selecting in the 
form of data typing) 
Ichbiah does not explicitly disclose: 

- storing in the memory a first data structure encoding a plurality of words and 
corresponding abbreviations 

- selecting a word in the text to be converted to an abbreviation and converting the 
selected word to a corresponding abbreviation 

Goldwasser discloses: 

- storing in the memory a first data structure encoding a plurality of words and 
corresponding abbreviations (col 5, lines 27-33: storing the sequences of 
keypresses, which are long sequences of characters of words, and the 
correspondent abbreviations, both are formed a first data structure as claimed) 

- actively selecting a word in the text to be converted to an abbreviation and 
converting the selected word to a corresponding abbreviation using said data 
structure (abstract; col 2, lines 39-64; col 4, line 28 to col 5, line 1 1 : recognizing 
the sequence of keypresses typed of a word that has a corresponding 



Application/Control Number: 09/309,831 Page 5 

Art Unit: 2178 

abbreviation and converting the keypresses into a corresponding abbreviation 
according to the stored list of words and corresponding abbreviation; said 
recognizing inherently indicates that said word in the entered text is selected for 
converting to abbreviation based the stored list in memory; it is noted that 
selecting a word by typing a word is actively selecting since it is a user's action of 
selecting) 

- replacing the word with the corresponding abbreviation (col 2, line 50 to col 3, 
line 55: by typing a number of letters then the menu of corresponding 
abbreviations is displayed to user; user then choose one of the displayed 
linguistic expressions rather than type it out; the fact that by selecting the word or 
phrase from the menu, the user can add this word or phrase to the text according 
to Pointwriter method, by analogy, shows that a word is replaced with a 
corresponding abbreviation selected from the menu) 

In addition, Ichbiah and Goldwasser do not state explicitly that the text for selecting a 

word or selecting an abbreviation is a pre-existing text. 

However, it would have been obvious to an ordinary skill at the time of the invention was 
made to have recognized that the text used for these selecting is a pre-existing text 
since the words or the abbreviations included in the text are known in advance so that 
there are corresponding abbreviations and words ready for them to be replaced. 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Goldwasser into Ichbiah to obtain converting from a word 
and phrase to a corresponding abbreviation and converting from an abbreviation to a 
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corresponding word and phrase since Goldwasser provides the first method and Ichbiah 
provides the second method where both are to help users fast finding a right word or a 
right abbreviation in writing documents. 

Regarding claims 2 and 16, Ichbiah discloses editing, updating and customizing the 
data structures, which are words and corresponding abbreviations (col 7, line 55 to col 
8, line 47; col 14, lines 3-27; col 11, line 35 to col 12, line 40). Lu also discloses these 
features (col 3, lines 17-36; col 5, lines 20-68). 

Regarding claims 3-6, Ichbiah discloses that the word or an abbreviation is selected by 
a user using a keyboard command or using a mouse (col 3, lines 63-65; col 6, line 53 to 
col 7, line 3; col 12, line 60 to coh3, line 5; col 14, lines 29-58). 

Regarding claims 7-8, 11-12, Ichbiah discloses: 

- displaying a list of suggested abbreviations corresponding to the selected word 
and receiving input from the user to choose the desired abbreviation (col 5, lines 
15-60) 

- scanning the text for abbreviations to be converted to words or phrases and 
converting the abbreviation selected by the data processing to corresponding 
word (col 5, lines 16-24; col 6, line 33 to col 7, line 3; col 14, line 29 to col 15, line 
55: recognizing an entry of abbreviation for a corresponding word or phrase 
based on the glossary of words and abbreviations implies scanning the entered 
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text for a corresponding word or phrase; col 12, line 42 to col 13, line 20: 
converting the abbreviations to corresponding words or phrases by input 
command from a user) 

- receiving input from the user to choose the desired abbreviation corresponding to 
the phrase or to choose the desired phrase corresponding to the abbreviation 
(col 12, line 42 to col 13, line 20) 

Ichbiah does not explicitly disclose: 

- displaying a list of suggested words and phrases corresponding to an 
abbreviation 

- scanning the text for words to be converted to abbreviations and converting 
words selected by the data processing to corresponding abbreviation 

- replacing the words in the text with the corresponding abbreviations 
Goldwasser discloses: 

- a list of suggested words and phrases corresponding to an abbreviation (col 3, 
lines 8-37: providing a menu of linguistic expressions of words and phrases 
having corresponding abbreviation for users to select one) 

- scanning the text for words to be converted to abbreviations and converting 
words selected by the data processing to corresponding abbreviation (col 2, line 
50 to col 3, line 55: recognizing the entry data of a word for a corresponding 
abbreviation implies that the text is scanned for a word to be converted to an 
abbreviation) 

- replacing the word with the corresponding abbreviation (col 2, line 50 to col 3, 
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line 55: by typing a number of letters then the menu of corresponding 
abbreviations is displayed to user; user then choose one of the displayed 
linguistic expressions rather than type it out; the fact that by selecting the word or 
phrase from the menu, the user can add this word or phrase to the text according 
to Pointwriter method, by analogy, shows that a word is replaced with a 
corresponding abbreviation selected from the menu) 

Ichbiah and Goldwasser do not state explicitly that the text for selecting a word or 

selecting an abbreviation is a pre-existing text. 

However, it would have been obvious to an ordinary skill at the time of the invention was 
made to have recognized that the text used for these selecting is a pre-existing text 
since the words or the abbreviations included in the text are pre-existing so that there 
are corresponding abbreviations and words ready for them. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Goldwasser into Ichbiah to obtain converting from a word 
and phrase to a corresponding abbreviation and converting from an abbreviation to a 
corresponding word and phrase since Goldwasser provides the first method and Ichbiah 
provides the second method where both are to help users fast finding a right word or a 
right abbreviation in writing documents. 

Regarding claims 13-14, Ichbiah discloses selecting an abbreviation from the first data 
structure (abstract; col 3, lines 50-65), and selecting an abbreviation from the second 
data structure (col 4, line 53 to col 5, line 60). Ichbiah also discloses that when typing 
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the abbreviation, the corresponding phrase is inserted in the displayed text (figure 3; col 
14, line 28 to col 15, line 27). This shows that a phrase or word corresponding to a 
selected abbreviation is inserted into the text at a position selected by the user and said 
insertion is performed at any position in the text where a word has a corresponding 
abbreviation. 

Ichbiah does not disclose that the text is a pre-existing text. 

However, it would have been obvious to an ordinary skill at the time of the invention was 
made to have recognized that the text used for these selecting is a pre-existing text 
since the words or the abbreviations included in the text are pre-existing so that there 
are corresponding abbreviations or words ready for them to be replaced. 

Independent claim 15 includes the same limitations as in claims 1, 9-10, and 13-14, and 
is rejected under the same rationale. 

Independent claim 17 and its dependent claim 22 are for a data processing apparatus 
for performing the method claims 1, 9-10, and 13, and are rejected under the same 
rationale. 

Claims 18-22 are for a data processing apparatus of method claims 7-8, 11-12, and are 
rejected under the same rationale. 
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Response to Arguments 

7. Applicants arguments filed 3/16/07 have been fully considered but they are not 
persuasive. 

Regarding independent claim 1 , Applicants argue that the references do not teach or 
suggest all the claim limitations, specifically do not disclose the step "actively selecting a 
word in the pre-existing text to be converted to an abbreviation and converting the 
selected word to a corresponding abbreviation using the first data structure, and 
replacing the word with the corresponding abbreviation. 
Examiner respectfully disagrees. 

Ichbiah discloses that the entered data in the form of abbreviation is selected to be 
converted to corresponding phrase using the data in the glossary (col 6, lines 10-60 and 
col 5, lines 16-18, line 25 to col 6, line 38). In other words, selecting an abbreviation in 
the text to be converted to a word and converting the abbreviation to a word using the 
second data structure is performed. It is also noted that typing a word for selecting that 
word in the text to be converted is actively selecting since it is an user's action of 
selecting in the form of data typing, and the typed word is a word selected from among 
other words in the glossary. 

The text of the words or abbreviations is also a pre-existing text since the words or the 
abbreviations included in the text are known in advance so that there are corresponding 
abbreviations and words ready for them to be replaced. 
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Applicants argue that Goldwasser does not disclose replacing the word with the 
corresponding abbreviation since the abbreviation is merely displayed as text in addition 
to the corresponding word. 
Examiner respectfully disagrees. 

Goldwasser applies the Pointwriter method (col 2, lines 56-64) which means that when 
the abbreviations are displayed the in a menu in form of linguistic expressions, then a 
user can select one in the displayed menu to add to the text. In other words, the word is 
replaced with a corresponding abbreviation selected from the displayed menu. 

Regarding claims 3-6, Applicants argue that Ichbiah does not select a word in the pre- 
existing text to be converted to an abbreviation using a keyboard or a mouse. 
Examiner respectfully disagrees. 

Since Ichbiah discloses typing a word and this word is converted into an abbreviation, 
Ichbiah discloses selecting a word using a keyboard. 

Regarding claim 7, Applicants argue that the references do not disclose scanning the 
pre-existing text for words to be converted to abbreviations and replacing words with 
abbreviations. 

Examiner respectfully disagrees. 

Goldwasser monitors the letters of a word entered by a user and an abbreviation for that 
word is displayed if there is a corresponding abbreviation (col 2, line 50 to col 3, line 
55). That means Goldwasser monitors the text, which is the word having an 
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abbreviation known in advance by the system database, for words to be converted to 
corresponding abbreviations. In other words, Goldwasser discloses scans the pre- 
existing text for words to be converted to abbreviations. 

Goldwasser further discloses replacing the word with the corresponding abbreviation 
(col 2, line 50 to col 3, line 55: by typing a number of letters then the menu of 
corresponding abbreviations is displayed to user; user then choose one of the displayed 
linguistic expressions rather than type it out; the fact that by selecting the word or 
phrase from the menu, the user can add this word or phrase to the text according to 
Pointwriter method, by analogy, shows that a word is replaced with a corresponding 
abbreviation selected from the menu). 

Regarding claims13 and 15, Applicants argue that Goldwasser does not teach the 
capability of inserting an abbreviation in previously entered text at any position in the 
previously entered text. 
Examiner respectfully disagrees. 

As mentioned above, Goldwasser discloses replacing a word with a corresponding 
abbreviation by selecting it from a displayed menu. Such replacing implies that 
inserting the corresponding abbreviation at any position of the word, which is a 
previously entered text, in the text is carried out. 
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Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Ahmad et al. (US 6,172,675). 

Kim et al. (US 2002/0169770). 

Mielenhausen (US 2003/0115213). 

Govindugari et al. (US 2004/0083199). 

Ljubicich et al. (US 2006/0112133). 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cong-Lac Huynh whose telephone number is 571-272- 
4125. The examiner can normally be reached on Mon-Thurs (9:00-7:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Cong-Lac Huynh 
Primary Examiner 
Art Unit 2178 
8/3/07 



